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DETAILED ACTION 

This action is in response to an Amendment filed May 10, 2006. Claims 1 ,2, and 
4-9 are presented for further consideration. Claims 1 and 4 are currently amended. 
Claim 3 is canceled. 

Response to Arguments 

Applicant's arguments, see Remarks/Claim Rejections -35 U.S.C. § 102, with 
respect to claims 1 ,2, and 4-9 have been fully considered, but are moot in view of the 
new grounds of rejection under 35 U.S.C. § 103 as set forth below in the Office action. 

In considering the Applicant's arguments the following factual remarks are noted: 

(I) Applicant contends that Gilbert does not teach, disclose, or suggest, storing 
keyword information predetermined for respective receivers, wherein the keyword 
information is designated by the sender and different for respective receivers and that 
Gilbert teaches away from the modification proposed to teach these limitations. 

(II) Applicant contends that Krause does not show keywords that are predetermined 
for respective receivers or designated by the sender and different for respective 
receivers. 

(III) Applicant contends that Gilbert does not show transmitting the E-mail information 
including all of the transmission information to the respective receivers. 



Application/Control Number: 09/781 ,329 Page 3 

Art Unit: 2153 

In considering (I), Applicant contends that Gilbert does not teach, disclose, or 
suggests, storing keyword information predetermined for respective receivers, wherein 
the keyword information is designated by the sender and different for respective 
receivers and that Gilbert teaches away from the modification proposed to teach these 
limitations. Examiner respectfully disagrees. In response to applicant's argument that 
there is no suggestion to combine the references, the Examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, Gilbert expressly discloses creating individualized messages, 
wherein each user receives the entire message, wherein portions are emphasized for 
the respective receiver (Figure 6). However, Gilbert does not teach away from storing 
keyword information predetermined for respective receivers, wherein the keyword 
information is designated by the sender and different for respective receivers as 
suggested by the Applicant. The features disclosed by Gilbert expressly teach a user 
generating multiple versions of the originating message based on who is the receiver 
(i.e. original Figure 6-item 162 & multiple versions based on the user Figure 6-items 
164, 166, and 168), however without the labor intensive process of a user manually 
generating (i.e. retyping) each individual version of the entire message (column 1, lines 
23-26). The Examiner further asserts that Gilbert explicitly discloses a user applying 
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various designating indications (i.e. identifier codes; column 6, lines 10-31;column 7, 
lines 8-24) that represent the respective receivers in which different parts of an E-mail 
are to be emphasized for, (e.g. John is identified with "a" and Fred identified with "b"; 
column 8, lines 1-43; Figure 5). Therefore, there is a suggestion of further using 
predetermined keywords, as disclosed by Krause, as an indication for an originating 
user to select a corresponding change in the message for a particular user. Given this 
feature of keyword selection, as disclosed by Krause, a person of ordinary skill in the art 
at the time of the invention would have readily recognized the advantages of modifying 
the recipient-specific E-mail system disclosed by Gilbert in order for the recipient to 
maximize their speed and comprehension in reading electronic mail content (Krause 
column 3, lines 24-26). As a result, Examiner maintains the rejections as set forth below 
in the Office action. 

In considering (II), Applicant contends that Krause does not show keywords that 
are predetermined for respective receivers or designated by the sender and different for 
respective receivers. As previously discussed in considering (I), Examiner asserts that 
Gilbert discloses indications that are predetermined for respective receiving users that 
can be designated by the sender and different for each receiving user in order to 
subsequently identify which changes (i.e. emphasis) are to be made to the message 
based on the aforementioned user, (column 8, lines 1-43; Figure 5). Examiner 
additionally asserts, that Krause is cited in order to teach the limitations of 
predetermined keyword information predetermined for a respective user to be 
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highlighted in transmission information, (column 7, lines 19-38; Figure 14). As a result, 
the Examiner asserts that Gilbert in combination with Krause, as set forth below in the 
Office action, teach keywords that are predetermined for respective receivers or 
designated by the sender and different for respective receivers as recited in the claims. 

In considering (III), Applicant contends that Gilbert does not show transmitting 
the E-mail information including all of the transmission information to the respective 
receivers. Examiner respectfully disagrees. Gilbert expressly discloses that the 
respective systems of each recipient user receive the original message as encoded by 
the sending user (Figure 5; Figure 4B-item 90), which is inclusive of information that is 
encoded for the other receiving recipients (i.e. all of the transmission information). In 
addition, the encoded received message is subsequently decoded for the respective 
receiver and the receiving system generates the properly formatted email message with 
the individualized modifications, (column 7, lines 25-65; Figure 4B). Examiner 
additionally asserts that all of the transmission information (i.e. original message 
containing information for DICK, MARY, and HARRY; Figure 6-item 162) is received by 
and contained in the individualized messages for each of the recipients, thereby 
allowing the originating user to automatically generate multiple versions of the original 
message for other recipients based on the who is the receiver (Figure 6-items 164, 166, 
and 168) which is disclosed by Applicant as a feature of instant invention (Remarks; 
page 6). As a result, Examiner maintains the rejections as set forth below in the Office 
action. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,2 and 4-9 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gilbert (US Patent 6,529,942) and further in view of Krause et al. (US Patent 
6,154,757). 

Gilbert teaches an email system and method which allows the originating user to 
customize text for a specific recipient in a multiple recipient email system (i.e. 
broadcast), (abstract). 

In reference to claim 1, Gilbert shows that the E-mail system with recipient- 
specific content system includes: 

• A receiving device (i.e. receiver; Figure 1 -receiver) receiving transmission 
information transmitted from a sender (Figure 1 -sender) to a plurality of 
receivers, (column 3, line 24 to column 4, line 30) and 

• An emphasizing device (i.e. network computer of sender) emphasizing 
and highlighting (i.e. size, color, bold, italic, etc.; column 4, lines 54-67); 

• A storing device (i.e. memory; column 3, lines 34-41) storing information 
predetermined for respective receivers (i.e. identifier codes; column 6, 
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lines 10-31;column 7, lines 8-24), wherein the information is designated 
by the sender and different for respective receivers (e.g. John is identified 
with "a" and Fred identified with "b"; column 8, lines 1-43; Figure 5); 

• Different parts the transmission information for respective receivers (i.e. 
select users to receive modified email message; column 5, lines 5-26), 
and preparing E-mail information (i.e. embedding text format commands 
and identifier codes; column 8, lines 1-18) including all of the transmission 
information with the transmission information in which the different parts 
are for respective receiver (columns 5-7; Figure 5), 

• A transmitting device transmitting the E-mail information including all of 
the transmission information to respective receivers (i.e. receiver sensitive 
formatting; Figure 6- Emails for John, Harry, Mary and Original Email), 
(column 8, line 44 to column 9, line 18). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach a storing device storing keyword information predetermined for each receiver and 
subsequently highlighting these keywords included in E-mails. Nonetheless this feature 
would have been an obvious modification to the system disclosed by Gilbert as 
evidenced by Krause. 

In an analogous art, Krause discloses an electronic text reading environment 
enhancement method and apparatus in which designated words and phrases can be 
emphasized in an electronic text (column 3, lines 59-63). Specifically, Krause shows a 
wordlist comprised of various words and phrases for the user (column 7, lines 19-38 
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and Figure 3). The contents of the wordlist are highlighted within displayed electronic 
text (column 29, lines 48-52 and Figure 14). 

Given this feature a person of ordinary skill in the art at the time of the invention 
would have readily recognized the advantages of modifying the recipient-specific E-mail 
system disclosed by Gilbert in order for the recipient to maximize their speed and 
comprehension in reading electronic mail content (Krause column 3, lines 24-26). 

In reference to claim 2, Gilbert shows receiving device that receives a part of the 
transmission information that the sender designates and information about a 
corresponding transmission destination and emphasizing device that emphasizes and 
highlights the designated part and prepares E-mail information for a receiver 
corresponding to the transmission destination, (columns 5-6). 

In reference to claim 4, Gilbert shows a terminal apparatus (Figure 1 -sender) 
comprising: 

• Transmitting device transmitting transmission information prepared for a 
plurality of receivers (i.e. via network connection; column 3, lines 58 to 
column 4, line 16) including all of the transmission information and 
information predetermined for respective receivers (i.e. identifier codes; 
column 6, lines 10-31;column 7, lines 8-24), wherein the information is 
designated by the sender and different for respective receivers (e.g. John 
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is identified with "a" and Fred identified with "b"; column 8, lines 1- 43; 
Figure 5); and 

• An indication device (i.e. software program executing on networked 
computer of sender; column 4, line 30 to column 5, line 5) indicating E- 
mail information that emphasizes and highlights different parts of the 
transmission information for respective receivers; preparing E-mail 
information for respective receivers including all of the transmission 
information (columns 6-7); and 

• Transmitting the E-mail information for respective receivers, with all of the 
transmission information sent to all respective receivers (i.e. receiver 
sensitive formatting; Figure 6- Emails for John, Harry, Mary and Original 
Email), (column 5; columns 8-9). 

Gilbert shows substantial features of the claimed invention. However, Gilbert does not 
teach a storing device storing keyword information predetermined for each receiver and 
subsequently highlighting these keywords included in E-mails. Nonetheless this feature 
would have been an obvious modification to the system disclosed by Gilbert as 
evidenced by Krause. 

In an analogous art, Krause discloses an electronic text reading environment 
enhancement method and apparatus in which designated words and phrases can be 
emphasized in an electronic text (column 3, lines 59-63). Specifically, Krause shows a 
wordlist comprised of various words and phrases for the user (column 7, lines 19-38 
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and Figure 3). The contents of the wordlist are highlighted within displayed electronic 
text (column 29, lines 48-52 and Figure 14). 

Given this feature a person of ordinary skill in the art at the time of the invention 
would have readily recognized the advantages of modifying the recipient-specific E-mail 
system disclosed by Gilbert in order for the recipient to maximize their speed and 
comprehension in reading electronic mail content (Krause column 3, lines 24-26). 

In reference to claim 5, Gilbert discloses developed software program including 
instructions to carry out the recipient specific email methods on computing systems 
(column 4, lines 16-67). As applied to previous claims, functions of the electronic mail 
system, as shown by Gilbert, include: receiving transmission information from a sender 
to a plurality of receivers; emphasizing and highlighting the different parts of 
transmission information for each receiver; preparing E-mail information for respective 
receivers; and transmitting the E-mail information for respective receivers. Therefore, 
Gilbert teaches a system comprising executable code that specifically implements the 
previously stated functions. This is equivalent to the software program disclosed by the 
applicant. 

In reference to claim 6, Gilbert shows a method (Figures 2&4; columns 4-7) 
comprising: 

• Preparing transmission information to be transmitted from a sender to a plurality 
of receivers (Figure 2-item 60); and 
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• Emphasizing and highlighting the transmission information for respective 
receivers (Figure 2-items 64-68); 

• Preparing E-mail information for respective receivers, (Figure 2-item 72); 

• Transmitting the E-mail information including all of the transmission information 
to all respective receivers, (Figure 2-item 73); 

• Emphasizing and displaying the transmission information for respective 
receivers, (Figure 2-item 76; Figure 4a; Figure 6; column 8). 



In reference to claim 7, Gilbert explicitly discloses an E-mail system (Figure 1), 
comprising: 

• Receiving means (Figure 1 -receiver) for receiving transmission information 
transmitted from a sender (Figure 1 -sender) to a plurality of receivers, 
transmitting means for transmitting the E-mail information for each receiver 
(column 3, line 24 to column 4, line 30); and 

• Emphasizing means (i.e. network computer of sender) for emphasizing 
and highlighting (i.e. size, color, bold, italic, etc.; column 4, lines 54-67) 
the transmission information for respective receivers (i.e. select users to 
receive modified email message; column 5, lines 5-26), and preparing the 
email (i.e. embedding text format commands) for respective receiver 
(columns 5-7), 

• Transmitting the E-mail information including all of the transmission 
information to all respective receivers (i.e. receiver sensitive formatting; 
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Figure 6- Emails for John, Harry, Mary and Original Email), (column 5; 
columns 8-9). 

In reference to claim 8, Gilbert discloses the E-mail system with recipient-specific 
content system includes: 

• A system (Figure 1 ) for propagating a signal from a propagating computer 
(i.e. Figure 1 -sender) to receiver computers (i.e. Figure 1 -receiver), (i.e. 
via network; Figure 1-item 10) the propagating computer of the system 
comprising a program (i.e. software program; column 4, lines 30-67), 

As applied to previous claims, functions of the electronic mail system, as shown by 
Gilbert, include: receiving transmission information from a sender to a plurality of 
receivers; emphasizing and highlighting the different parts of transmission information 
for each receiver; preparing E-mail information for respective receivers; and transmitting 
the E-mail information including all of the transmission information to respective 
receivers. 

In reference to claim 9, Gilbert explicitly discloses a method (Figures 2&4; 
columns 4-7) for recipient-specific content emailing. Gilbert discloses the method 
to comprise: 

• Receiving information for different destinations with the information having 
different parts (Figure 2-items 60-64); 
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• Emphasizing the different parts responsive to the destinations (Figure 2- 
item 68-72; Figure 3); 

• Sending all of the information by email to all the destinations with each 
destination receiving all of the information, to with at least one of the parts 
emphasized responsive to the destination (Figure 2-item 73); and 

• Displaying the information with one of the parts emphasized at least one 
of the destinations, (Figure 2-item 76; Figure 4a; Figure 6; column 8). 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaShanya R Nash whose telephone number is (571) 

272- 3957. The examiner can normally be reached on M-F 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenton Burgess can be reached on (571) 272-3949. The fax phone 
number for the organization where this application or proceeding is assigned is (571 ) 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



LaShanya Nash 
Art Unit, 2153 
August 1 , 2006 
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